Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number:

ESTTA212867

Filing date: 05/21/2008

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Lamb Assembly & Test, LLC
Granted to Date 05/31/2008
of previous
extension
Address 13900 Lakeside Circle
Sterling Heights, M| 48313-1318
UNITED STATES
Name MAG Industrial Automation Systems, LLC
Granted to Date 05/31/2008
of previous
extension
Address 13900 Lakeside Circle
Sterling Heights, Ml 48313-1318
UNITED STATES
Name Cincinnati Machine, LLC
Entity Limited Liability Company Citizenship Delaware
Address 13900 Lakeside Circle
Sterling Heights, M| 48313
UNITED STATES
Attorney Andrew M. Grove
information Reising, Ethington, Barnes, Kisselle, P.C.
P.O. Box 4390
Troy, MI 48099-4390
UNITED STATES
grove@reising.com Phone:248 689 3500
Applicant Information
Application No 77066852 Publication date 04/01/2008
Opposition Filing 05/21/2008 Opposition 05/31/2008
Date Period Ends

Applicant

Total Automated Solutions, Inc.
5555 Dry Fork Rd.

Village of Cleves, OH 45002
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 1981/12/31 First Use In Commerce: 1981/12/31
All goods and services in the class are opposed, namely: Automated detection and testing



http://estta.uspto.gov

functional testing

instruments for measuring product integrity, namely, electronic instruments for use in leak, flow and

functional testing

Class 037. First Use: 1981/12/31 First Use In Commerce: 1981/12/31
All goods and services in the class are opposed, namely: Repair, installation and maintenance of
instruments for measuring product integrity, namely, electronic instruments for use in leak, flow and

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2694520 Application Date 08/21/2000

No.

Registration Date | 03/11/2003 Foreign Priority NONE
Date

Word Mark CINCINNATI PLUS

Design Mark

Description of
Mark

NONE

Goods/Services

Class 037. First use: First Use: 2000/03/20 First Use In Commerce: 2000/03/20

INSTALLATION, MAINTENANCE, REPAIR, REBUILD AND FIELD SERVICE
OF INDUSTRIAL EQUIPMENT, MACHINERY, MACHINE TOOLS AND
COMPOSITES MACHINERY, AND OF COMPUTER SYSTEMS
CONTROLLING THE AFOREMENTIONED GOODS

Class 041. First use: First Use: 2000/03/20 First Use In Commerce: 2000/03/20

EDUCATIONAL SERVICES, NAMELY, CONDUCTING CLASSES, SEMINARS,
CONFERENCES AND WORKSHOPS IN THE FIELD OF INSTALLATION,
OPERATION, MAINTENANCE, REMOTE-DIAGNOSIS, REPAIR, RETRO-FIT,
REBUILD AND USE OF INDUSTRIAL EQUIPMENT, MACHINERY, MACHINE
TOOLS AND COMPOSITES MACHINERY, AND OF COMPUTER SYSTEMS
CONTROLLING THE AFOREMENTIONED GOODS; INSTRUCTION AND
TRAINING IN THE FIELD OF INSTALLATION, OPERATION, MAINTENANCE,
REMOTE DIAGNOSIS, REPAIR, RETRO-FIT, REBUILD AND USE OF
INDUSTRIAL EQUIPMENT, MACHINERY, MACHINE TOOLS AND
COMPOSITES MACHINERY, AND OF COMPUTER SYSTEMS
CONTROLLING THE AFOREMENTIONED GOODS

Class 042. First use: First Use: 2000/03/20 First Use In Commerce: 2000/03/20

ENGINEERING, TECHNICAL CONSULTATION AND RESEARCH SERVICES
IN THE DESIGN, PRODUCTION, INSTALLATION, TRAINING, OPERATION,
CERTIFICATION, MAINTENANCE, REMOTE-DIAGNOSIS, REPAIR, RETRO-
FIT, REBUILD AND FIELD-SERVICE OF INDUSTRIAL EQUIPMENT,
MACHINERY, MACHINE TOOLS AND COMPOSITES MACHINERY, AND OF
COMPUTER SYSTEMS CONTROLLING THE AFOREMENTIONED GOODS

Mark

U.S. Registration | 2524243 Application Date 03/06/2000

No.

Registration Date | 01/01/2002 Foreign Priority NONE
Date

Word Mark CINCINNATI

Design Mark

Description of NONE




Goods/Services

Class 007. First use: First Use: 1998/12/00 First Use In Commerce: 1998/12/00

MACHINES AND MACHINE TOOLS, NAMELY, COMPOSITE TAPE LAYING
MACHINES, COMPOSITE FIBER PLACEMENT MACHINES, MILLING
MACHINES, MACHINING CENTERS AND TURNING CENTERS

U.S. Registration | 2519416 Application Date 03/06/2000

No.

Registration Date | 12/18/2001 Foreign Priority NONE
Date

Word Mark CINCINNATI

Design Mark

Description of NONE

Mark

Goods/Services

Class 007. First use: First Use: 1998/12/00 First Use In Commerce: 1998/12/00

MACHINES AND MACHINE TOOLS, NAMELY, COMPOSITE TAPE LAYING
MACHINES, COMPOSITE FIBER PLACEMENT MACHINES, MILLING
MACHINES, MACHINING CENTERS AND TURNING CENTERS

U.S. Registration | 897352 Application Date 08/16/1968

No.

Registration Date | 08/25/1970 Foreign Priority NONE
Date

Word Mark CINCINNATI

Design Mark

Description of NONE

Mark

Goods/Services

Class U026 (International Class 001, 009, 010). First use: First Use: 1963/01/00
First Use In Commerce: 1963/01/00

NUMERICAL CONTROL EQUIPMENT FOR MACHINE TOOLS-NAMELY,
MILLING MACHINES, GRINDING MACHINES, DRILLS, LATHES, BROACHES,
[TUBE-FLARING MACHINES], [FLAME-CUTTING MACHINES], [RIVETING
MACHINES AND TERMINAL [ -WIREWRAPPING ] MACHINES]

U.S. Registration | 792894 Application Date 08/21/1964

No.

Registration Date | 07/20/1965 Foreign Priority NONE
Date

Word Mark CINCINNATI

Design Mark

Description of NONE

Mark

Goods/Services Class U023 (International Class 007). First use: First Use: 1955/00/00 First Use
In Commerce: 1955/00/00
LATHES
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Andrew M. Grove/
Name Andrew M. Grove
Date 05/21/2008




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 77/066,852
For the mark : CINCINNATI TEST SYSTEMS
Published in the Official Gazette on : April 1, 2008

MAG INDUSTRIAL AUTOMATION

SYSTEMS, LLC; CINCINNATI MACHINE, LLC;

and LAMB ASSEMBLY & TEST, LLC d/b/a

CINCINNATI AUTOMATION & TEST,
Opposers,

V.

TOTAL AUTOMATED SOLUTIONS, INC.,
Applicant.

NOTICE OF OPPOSITION

MAG INDUSTRIAL AUTOMATION SYSTEMS, LLC, a Delaware Limited Liability
Company with a mailing address of 13900 Lakeside Circle, Sterling Heights, Michigan 48313;
CINCINNATI MACHINE, LLC, a Delaware Limited Liability Company with a mailing address
of 2200 Litton Lane, Hebron, Kentucky 41048; and LAMB ASSEMBLY & TEST, LLC d/b/a
CINCINNATI AUTOMATION & TEST, a Delaware Limited Liability Company with a mailing
address of 4950 Marlin Drive, Machesney Park, Illinois 61115 (collectively referred to as
“Opposers™), believe that they will be damaged by the registration in International Classes 9 and
37 of the mark CINCINNATI TEST SYSTEMS shown in Application Serial No. 77/066,852

(“the Application”) filed by Total Automated Solutions, Inc. (“Applicant”), a Delaware



Corporation with a mailing address of 5555 Dry Fork Rd., Village of Cleves, Ohio 45002, and
published in the Official Gazette on April 1, 2008.

Accordingly, the Opposers hereby oppose the Application.

The grounds for opposition are as follows:

1. The Applicant seeks to register CINCINNATI TEST SYSTEMS as a trademark
for: “Automated detection and testing instruments for measuring product integrity, namely,
electronic instruments for use in leak, flow and functional testing” in International Class 9; and
“Repair, installation and maintenance of instruments for measuring product integrity, namely,
electronic instruments for use in leak, flow and functional testing” in International Class 37, as
shown by the Application filed on December 18, 2006 and published in the Official Gazette on
April 1, 2008.

2. In the Application, the Applicant claims first use and first use in commerce of the
CINCINNATI TEST SYSTEMS mark on December 31, 1981. |

3. The Opposers are related companies in that MAG INDUSTRIAL
AUTOMATION SYSTEMS, LLC owns CINCINNATI MACHINE, LLC and LAMB
ASSEMBLY & TEST, LLC d/b/a CINCINNATI AUTOMATION & TEST.

4. MAG INDUSTRIAL AUTOMATION SYSTEMS, LLC is the parent company to
CINCINNATI MACHINE, LLC and LAMB ASSEMBLY & TEST, LLC d/b/a CINCINNATI
AUTOMATION & TEST, among other companies.

5. The Opposers collectively have long used the CINCINNATI name in connection
with machines, machine tools in automated manufacturing processes, and machines for

automation and testing.



6. Since the 1800’s a number of companies under the entity now known as MAG
INDUSTRIAL AUTOMATION SYSTEMS, LLC have used the name CINCINNATI in
connection with machines and machine tools that automate manufacturing processes.

7. The machine tool business of Cincinnati Milacron had been in operation for over
100 years when it together with the relevant trademarks was sold in 1998 to a new owner. That
machine tool business now operates under the name CINCINNATI MACHINE, LLC.

8. The Opposers have used the name CINCINNATI on machines that involve testing
functions. See, for example, the enclosed United States Patent 3,543,392 that issued in 1970 to
Cincinnati Milacron. It shows an automation system of the type that the Opposers still offer, one
having at least one testing station (see Exhibit A: Column 7, Lines 42-46).

9. The Applicant sells leak test equipment that the Opposers occasionally buy for
use in their automated systems, which Opposers have sold over the years to their own customers.

10. CINCINNATI MACHINE, LLC owns the following live trademark registrations:
CINCINNATI PLUS (Registration No. 2,694,520); CINCINNATI (Registration No. 2,524,243);
CINCINNATI (Registration No. 2,519,416); CINCINNATI (Registration No. 897,352); and
CINCINNATI (Registration No. 792,894).

11.  CINCINNATI PLUS (Registration No. 2,694,520) (see Exhibit B) is a trademark
for: “Installation, maintenance, repair, rebuild and field service of industrial equipment,
machinery, machine tools and composites machinery, and of computer systems controlling the
aforementioned goods” in International Class 37; “Educational services, namely, conducting
classes, seminars, conferences and workshops in the field of installation, operation, maintenance,
remote-diagnosis, repair, retro-fit, rebuild and use of industrial equipment, machinery, machine

tools and composites machinery, and of computer systems controlling the aforementioned goods;

























































































































































